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DETAILED ACTION 

Response to Amendment 

1 . Applicant's response filed 09/15/2008 has been entered. Currently claims 10-21 
are pending and claims 1-9 are cancelled. 

2. The amendment filed 03/26/2009 is objected to under 35 U.S.C. 1 32(a) because 
it introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall Introduce new matter Into the disclosure of the invention. The added 
material which is not supported by the original disclosure is as follows: applicant is 
attempting to introduce both "a spherical" and "an aspherical" lens into the disclosure. 
The Examiner saw this as a typographical error and that the actual portion of the 
disclosure should have read "an aspherical lens," particularly given the disclosure at 
page 3, lines 24-26. If the Examiner had interpreted this section as being an optional 
"a," he would not have made the objection to the specification. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Objections 

3. Claims 18 and 21 are objected to because of the following informalities: the 
phrase "wherein the curable resin composition a platinum based catalyst" in claims 18 
and 21 is awkward. The Examiner interprets these limitations as "wherein the curable 
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resin composition furtlier comprises a platinum based catalyst." Appropriate correction 
is required. 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tlie invention, and of tlie manner and process of 
malting and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 10-21 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

With regard to claims 10-12 and 19, the Examiner does not find support for 
"wherein n and m represent lengths," "wherein n represents a length," or "n and m are 
lengths" for any of the first, second, third, or fourth components. Applicants did not 
define the number of repeat units of their polymers; furthermore, applicants are not 
supported for saying that the number of repeat units are necessarily the same. The 
Examiner notes that he was explaining his rejection under 35 U.S.C. 112, second 
paragraph in the previous Office action and was not suggesting any language for 
applicants to use to overcome the rejection. This rejection can be overcome by 
canceling the limitations, "wherein n and m represent lengths," "wherein n represents a 
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length," or "n and m are lengths" for any of the first, second, third, or fourth components 
as seen in claims 10-12 and 19. 

With regard to claims 13 and 14, the Examiner does not find support to say that 
the replica "is configured to have a transparency." This implies that additional steps 
have been taken that has "configured" the replica other than those explicitly set forth in 
the claims. Applicants are not supported for these additional steps. 

With regard to claim 17, the Examiner does not find support to state that the 
optical component is "a spherical lens" in the specification as originally filed. Please see 
section 2 above. 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 10-21 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

With regard to claims 10 and 19, the phrase "R4 = hydrogen, Ci-Cio-alkyl..." 
renders the claim indefinite because it makes it seem that R1-R4 is all of the members of 
the group following the equals sign. The Examiner will interpret this limitation as 
"wherein Ri, R2, R3, and R4 are each individually selected from the group consisting of 
hydrogen, Ci-Cio-alkyl... and halogen atom, and at least one of Ri, R2, R3, or R4 is 
hydrogen". 
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With regard to claims 1 1 and 12, it is unclear if the substituents (Ri and R2) are 
the same nature as those seen in claim 10 because claims 1 1 and 12 use the 
terminology "further comprising," which means the silicon based reactive materials are 
different than, or in addition to, those presented in claim 10. The Examiner will interpret 
these claims to include "wherein Ri has the same meaning as in claim 10" in claim 11, 
and "wherein Ri and R2 have the meaning as in claim 10" in claim 12. 

With regard to claims 10-12 and 19, the claims are indefinite because the terms 
"m" and "n" are not defined and, therefore the full meets and bounds of the invention are 
not clear to one of ordinary skill in the art. The Examiner notes that a compound with an 
"m" and "n" value of 0, would be vastly different than a compound with an "m" or "n" 
value of 1 , which would be vastly different than an "m" or "n" value of 1 ,000,000. The 
Examiner also notes that the as-filed disclosure likewise does not appear to provide any 
guidance on what range of values are appropriate for "m" and "n". 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

9. Claims 10-21 are rejected under 35 U.S.C. 102(b) based upon a public use or 
sale of the invention. The evidence of public use or sale comes from the fact that 
applicants use a commercially available product Sylgard® 184 as their replica (see 
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provided product information on Sylgard® 184 acquired from 
http://webservice.oxygenekatalog.dk/getdoc.aspx?DoclD=10494) as evidenced by US 
4,120,585, which discloses the use of Sylgard® 184 as early as Oct. 17, 1978. The 
Examiner also notes that this compound may be acquired from multiple sources under 
different names, including from Dow Corning or GE Silicones. 

With regard to claims 10-12 and 19, applicants state at page 5, lines 23-24 of 
their specification that Sylgard® 184 is a mixture of components 1-4 of their invention. 
Given the fact that a replica as claimed has no structure, the Examiner deems that a 
cured amount of Sylgard® 184 reads on applicants' replica as claimed. The Examiner 
notes that Sylgard® 184 may be cured using rapid heat cure (see features on page 1 ). 

With regard to claims 13-15, 18, 20, and 21 , given the fact that the Examiner has 
provided a curable silicone rubber composition identical to that claimed and disclosed in 
the specification; the Examiner deems that a cured amount of the Sylgard® 1 84 silicone 
rubber composition will inherently possess the transparency, the lack of birefringence, 
the portions by weight of each component 1-4, and the platinum catalyst as claimed. 

With regard to claim 16, the product information for Sylgard® 184 state on the 
first page that the composition is an optically clear elastomer designed to be used as an 
optically clear product, which reads on applicants' optical component as claimed. 

With regard to claim 17, while there is no disclosure that a cured amount of 
Sylgard® 184 is "a spherical lens, an aspherical lens, a lens array, a prism, a grating or 
another relief structure for optical applications, or a combination thereof as presently 
claimed, applicants attention is drawn to MPEP 21 1 1 .02 which states that "if the body of 
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a claim fully and intrinsically sets forth all the limitations of the claimed invention, and 
the preamble merely states, for example, the purpose or intended use of the invention, 
rather than any distinct definition of any of the claimed invention's limitations, then the 
preamble is not considered a limitation and is of no significance to claim construction". 
Further, MPEP 21 1 1 .02 states that statements in the preamble reciting the purpose or 
intended use of the claimed invention must be evaluated to determine whether the 
purpose or intended use results in a structural difference between the claimed invention 
and the prior art. Only if such structural difference exists, does the recitation serve to 
limit the claim. If the prior art structure is capable of performing the intended use, then it 
meets the claim. 

It is the examiner's position that the preamble does not state any distinct 
definition of any of the claimed invention's limitations and further that the purpose or 
intended use, recited in the present claims does not result in a structural difference 
between the presently claimed invention and the prior art cured piece of Sylgard® 184 
and further that the prior art structure which is a replica identical to that set forth in the 
present claims is capable of performing the recited purpose or intended use. 

10. Claims 10-21 are rejected under 35 U.S.C. 102(b) as being anticipated by 
DePalma etal. (4,120,585). 

With regard to claims 10-12 and 19, applicants state at page 5, lines 23-24 of 
their specification that Sylgard® 184 is a mixture of components 1-4 of their invention. 
DePalma et al. disclose a pliable prism made of Sylgard® 184 (col. 2, lines 18-30). The 



Application/Control Number: 10/538,106 Page 8 

Art Unit: 1794 

prism may be cured using heat (col. 2, lines 26-28). Given the fact that the prism is 
interacting with the fingerprints of a user of the prism to replicate a fingerprint image and 
also that applicants provide no structure to their replica as claimed, the Examiner 
deems the prism of DePalma et al. to be a replica as claimed. 

With regard to claims 1 3-1 5, 1 8, 20, and 21 , given the fact that the Examiner has 
provided a curable silicone rubber composition identical to that claimed and disclosed in 
the specification; the Examiner deems that a cured amount of the Sylgard® 184 silicone 
rubber composition will inherently possess the transparency, the lack of birefringence, 
the portions by weight of each component 1-4, and the platinum catalyst as claimed. 

With regard to claims 16 and 17, the prism of DePalma et al. read on an optical 
component and prism as claimed. 

Response to Arguments 

1 1 . Applicant's arguments, see Remarks, filed 03/26/2009, with respect to the 
objection to the specification, the rejection of claims 10-12 under 35 U.S.C. 112, first 
paragraph, and the rejection of claims 13, 14, and 17 under 35 U.S.C. 112, second 
paragraph have been fully considered and are persuasive. The relevant 
rejections/objections have been withdrawn. 

12. Applicant's arguments with respect to claims 10-21 have been considered but are 
moot in view of the new ground(s) of rejection. 
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Applicants liave used a commercially available product to form their replica. A 
piece of the optically clear silicone Sylgard® 184 reads on applicants' replica. Given the 
fact that applicants' use Sylgard® 184 to form their replica, the Examiner deems that a 
cured piece of Sylgard® 184 will inherently possess the transparency, the lack of 
birefringence, the portions by weight of each component 1-4, and the platinum catalyst 
as claimed. The Examiner directs applicants' attention to US 4,904,865, which teaches 
at col. 6, lines 58-68 that Sylgard® 184 is platinum-catalyzed. 

Conclusion 

1 3. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The Examiner has provided another patent (US 5,519,082), 
which is a cured organohydrogensiloxane and a divinyl capped siloxane that cures by 
hydrosilation. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GERARD T. HIGGINS whose telephone number is 
(571)270-3467. The examiner can normally be reached on M-Th 10am-8pm est. 

(Friday off). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Bernatz, acting SPE for Carol Chaney, can be reached on 571-272- 
1 505. The fax phone number for the organization where this application or proceeding 
is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Kevin M Bernatz/ Gerard T Higgins 

Acting SPE of Art Unit 1 794 Examiner 
May 8, 2009 Art Unit 1794 

/G. T. H./ 

Examiner, Art Unit 1794 



